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Berkowitz: Software Copyright Infringement

COMPUTER SOFTWARE COPYRIGHT
INFRINGEMENT: THE SECOND GENERATION*

INTRODUCTION

The protection of software manufacturers’ products is crucial to
the billion dollar computer industry. Unauthorized copying of
software has grown rapidly in recent years, and as a result, it has
had a severe economic impact upon the computer industry.? In the
past, computer comparies have sought to protect their software by
using technical software protectors,? as well as by attempting to re-
dress copyright infringements in the courts. The determination of
when a computer program has infringed another protected program
has led to a controversial legal doctrine. Referred to as the “look and
feel” dactrine, its application redefined the scope of copyright protec-
tion available to computer programs.®

In 1986, the Third Circuit Court of Appeals in Whelan Associates
v. Jaslow Dental Laboratory, Inc.,* addressed the scope of copyright
protection afforded a computer program. In holding that the copy-
right protectable expression of a program includes its structure, se-
quence, and organization, the court arguably expanded the scope of
copyright protection afforded to computer programs.®

* A version of this note was awarded first prize in the 1987 Nathan Burkan Memorial
Competition at Touro College Jacob D. Fuchsberg Law Center, and has bzen entered in the
national competition sponsored by the American Saciety of Composers, Authors and Publish-
ers.

i. See Note, Copyrightability of Sofiware: Piracy on the Waters of Protection, 37 SCL,
REv. 679 (1986).

2, See Vault Corp. v. Quaid Software Ltd., 655 F. Supp. 750 (E.D. La. 1987). Vault Cor-
poration, the producer of PROLOK, a technical protector of computer software, sought a pre-
liminary injunction preventing Quaid Software from selling “CopyWrite,” a program which
enables the computer user to make archive copies of programs which have been protected by
the PROLOK protector. Jd. at 752. The court held that Vault Corporation was not entitled to
the preliminary injunction in view of its failure to establish a reasonable probability of success
on its claim of copyright infringement and violations of the Louisiana Software License En-
forcement Act and the Uniform Trade Secrets Act, Jd. at 763; sce also Reid, Consumers Win
as More Software Firms End Copy Protection, Wash. Post, Nov. 10, 1986, at Fi3.

3. Davidson, Common Law, Uncommon Software, 47 U. PivT. L. REV. 1036, 1101 (1936);
Tell, Software Copyrights: Keep Out the Pirates—But Let Innovators In, Bus. Wk., Auvg. 31,
1987, at 31 col, 2; N.Y. Times, May 11, 1987, at D2; Schrage, PC Lawsuits Have the Look
and Feel of a Losing Situation, Wash. Post, Feb. 9, 1987, at 25.

4. 797 F.2d 1222 (3d Cir. 1986), cert. denfed, 107 S. Ct. 877 (1987).

5. Id. at 1248, The Whelan court used the terms organization, sequence, and structure in-
terchangeably. Id. at 1224 n.1. This notion may be contrary to what a professional program-
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This Comment discusses the scope of copyright protection afforded
to computer programs. Part I will define basic computer terminology
as well as discuss the development of computer program copyright-
ability. Part II will analyze and criticize the Whelan decisions focus-
ing on the district and circuit courts’ expansion of the scope of com-
puter program copyright protection. Finally, Part III will discuss the
second generation of computer program copyright infringement liti-
gation. This part distinguishes between those cases which support the
Whelan expansion and those cases which expressly or impliedly disa-
gree with broad copyright protection of computer programs. In addi-
tion, this part advocates adherence to a strict approach to copyright
protection of computer programs.

I. BACKGROUND

A. Definitions of the Technical Computer Language

Computer software is a collection of programs or data used to per-
form certain tasks. A program is a sequence of instructions (some-
times referred to as ‘“code’) which is placed into the memory of the
computer and interpreted or executed by a central processing unit.®

Specifically, a computer program is a representation of an al-
gorithm,? usually prepared in some other format, to solve a particu-
lar problem.® A source program is generally written in a high level

mer may perceive as the correct use of these terms in the rather technical area of computer
programming. It would seem, from the outset, that it would be improper for the court to use
terminology in the context of a computer related issue with little idea of how such terminology
might be perceived by the professional programmer. “The more technical the case, the more
intensive must be the court’s effort to understand the evidence [and applicable science], for
without an appropriate understanding of the case before it the court cannot properly perform
its appellate function.” Ethyl Corp. v. EPA, 541 F.2d 1, 36, cert. denied, 426 U.S. 941 {1976).
6. S. MaDNICK & J. DoNOVAN, OPERATING SYSTEMS 4-5 (1974).
7. E. Horowitz & S. 5AHNI, FUNDAMENTALS OF DATA STRUCTURES 2 (1983).
An algorithm is 2 finite set of instructions which, if followed, accomplish a particular
task. In addition every algorithm must satisfy the following criteria: (i) input: there are
zero or more quantities which are externally supplied; (ii) ousput: at least one quantity
is produced; (jii) definiteness: each instruction must be clear and unambiguous; (iv)
Siniteness: if we trace out the instructions of an algorithm, then for al] cases the al-
gorithm will terminate after a finite number of steps; (v) effectiveness: every instruction
must be sufficiently basic that it can in principle be carried out by a person using a
pencil and paper. It is not enough that each operation be definite as in (iif), but it must
also be feasible, '
Id.

https:/digitalc o 6%‘: ?hg;sxé]égr E(ﬁ@g ??Z{%?}ﬁg% '/\%ﬁ z(;‘.‘éélf%? Copyright Aspects of Artificial lnrelliéence, 4
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language® which is then compiled or translated into a machine read-
able form or object program.’® The operating system of a computer
then provides an environment for the execution of the program.’* A
program in execution is a process.!? “A structured program of any
size can be read and understood in a completely systematic manner,
by reading and understanding its . . . abstractions.”®® It is from

9. For example, BASIC, FORTRAN, EDL, COBOL, PASCAL.

10. The source program is a program written in a high level language (e.g. FORTRAN,
BASIC, EDL). The object program is the corresponding machine language program. The
source program is written in a human readable language, and the object program is written in
binary code, a machine readable language. See Sprovl, Proprietary Rights in Programmed
Computers: Looking Beyond the Hardware[Software Distinctlon for More Meaningful Ways
of Characterizing Proprietary Interests in Digital Logic Systems, 1983 Ariz. L. Rev. 785,
787-93 (discussing digital information).

11. S. Mabnick & J. DONOVAN, supra note 6, at 5.

The operating system provides an environment in which particular software packages

can execute. An example is a compiler, which is a program that translates a source
program in a high level language to a corresponding machine language program, or
object program . . . . During compilation the compiler needs the operating system to
read the source program, print its listing and punch its output decks,

Id.

12. A. TANENBAUM, STRUCTURED COMPUTER ORGANIZATION 12 (1976)

A concept that is fundamental to understanding how computers are organized is the
process concept. A process (sometimes called a seguential process) is basically a pro-
gram in execution. It is an active entity, capable of causing events to happen. . . . A
process is in contrast to a program, which is a passive entity. A program lying on some-
one’s desk cannot do anything by itself.

One can draw an analogy between a process and a living animal. Both are capable of
doing things. Both are capable of changing their environment in certain ways. On the
other hand, both a program and a dead animal, or medel of an animal, are passive and
cannot cause events to happen. This discussion is certainly not meant to suggest that a
pracess is alive but merely to point out that the difference between a process and a
program has a certain similarity to the difference between a living and a nonliving
animal.

At any instant of time, a process is in a certain state. The state of a process tells how
far the process is in its computation. It contains all the information needed to stop the
process and then restart it later, The process state consists of (at least) the following
information:

1. The program.

2. An indication of which instruction is to be executed next,

3. The values of all the program’s variables and data.

4. The status and position of all input/output devises being used.

As a process progresses in time, its state changes. Different instructions, in turn,
become “the next instruction to be executed.” The variables take on successive values.
Id,

13. R LINGER, H. MiLLs & B. WiTT, STRUCTURED PROGRAMMING: THEORY AND PRACTICE
147 (1979). “A structured program of any size can be read and understood in a completely
systematic manner, by reading and understanding its hierarchy of prime programs and their
abstractions.” Id. A prime program is a program written in a design level language such as

Published by Digital CoregramsResignrbanguagn (5PPIS).
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these abstractions that the actual program is developed. The abstrac-
tion of a program can take the form of a flowchart or a program
design which reduces the solution to the problem for which the pro-
gram is being developed to solve, into smaller units called modules.**
Modules are of prime concern when designing a program because
their arrangement directly relates to the efficiency of the program.
The most efficient program developed as a solution for a particular
problem is one which will solve the problem correctly with the least
amount of execution time and resources in a computer. The modules
of a program can be arranged and the data can be organized in a
limited number of ways in order for a program to solve a problem
correctly. Even smaller is the number of possible ways to arrange the
modules and organize the data so that the program executes
efficiently.?®

14. A flowchart is a pictorial description of the general sequence of operations involved in
the logical solution of a programming problem. A module is a group of instructions that per-
form a set of functions for the program. The following is an example of a flowchart representa-
tion of the steps used to compute the average of a list of numbers:

Get item ¥

AVG = %[,

n=n+’1

Given the list of numbers: 5, 10, 15, 20, 25, 30, -1, the program, which this flowchart repre-
sents, would process the list using the following steps:

1. Read the list beginning with the number 5 and ending when it reaches -1.

2. Compute the average of 5, 10, 15, 20, 25, 30 and set AVG equal to 95/6 or 15.8.
See US. CoNGRESS, OFFICE OF TECHNOLOGY ASSESSMENT, INTELLECTUAL PROPERTY RIGHTS
IN AN AGE OF BLECTRONICS AND INFORMATION 82 (1986). [hercinafter OTA: Report].

15. See generally S. BAASE, COMPUTER ALGORITHMS: INTRODUCTION TO DESIGN AND

AnaLysls (1983) (analysis of program structure to determine the most efficient program or-

https:/digitalcofMEALBR SRl RTARIRM FRtEE Ay iss 1 /6
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Computer science and its related profession, computer program-
ming, can be considered the study and practice of creating data rep-
resentations and pérforming data transformations.’® These data op-
erations are executed by the computer through the use of programs.

B. Legal Background on the Copyrightability of Computer Software

Copyright law has its origin in the United States Constitution.
The United States Congress is empowered to secure copyright pro-
tection on the works of authors and inventors.” The philosophy be-
hind Congress’ granting copyright protection is based on a conviction
for the protection of an individual’s achievement. Congress decided
that the encouragement of individual effort by personal gain of au-
thors and inventors is the most effective method to advance the pub-
lic welfare. As a result, copyright protection was established.

Prior to 1909, the Supreme Court recognized a common law copy-
right which protected works of authors prior to publication.*® Pursu-
ant to their constitutional grant of power, Congress enacted the
Copyright Act of 1909.%® It was not until the Copyright Act of
1976%° (Copyright Act) that Congress pre-empted the common law
copyright. The Copyright Act enumerated the general categories of
the subject matters which can be protected by a copyright.** Because

16. E. HorowiTZ & S. SAHNI, supra note 7, at 4. “Therefore, computer scicnce can be
defined as the study of data, its representation and transformation by a digital computer.” /d.

17. US. Const. art. I, Sec. 8, cl. 8. Congress is empowered to secure copyright protection
on the works of avthors and inventors based on four criteria. First, the protection sought must
be based on Congress’ power to *“‘promote the progress of science and useful arts.” /d. Sccond,
the Congress can only extend protection over the work for a limited period. Third, the copy-
right protection is limited to the works of authors. The term author has been defined as being
any originator seeking protection over his or her work. Burrow-Giles Lithographic Co. v.
Sarony, 111 U.S. 53 (1884). Fourth, the protection provided by Congress must be dirccted at
securing to authors and inventors the exclusive right to their respective works. Mazer v. Stein,
347 U.S. 201 (1954).

18. Wheaton v. Peters, 33 U.S. 591 (18349).

19. The Copyright Act of 1909, ch. 320, 35 Stat. 1075.

20. The Copyright Act of 1976, Pub. L. No. 94-553, 90 Stat. 2541 (1976) (codified at 17
US.C. §§ 101-810 (1982)); 17 U.S.C. § 301 (1982) (preemption section of the Copyright
Act).

21. 17 US.C. § 102(a) (1982).

(a) Copyright protection subsists, in accordance with this title, in original warks of
authorship fixed in any tangible medium of expression, now known or later developed,
from which they can be perceived, reproduced, or otherwise communicated, either di-
rectly or with the aid of a machine or device. Works of authorship include the following
categories:

(1) literary works;

{2) musical works, including any accompanying words;

Published by Digital cOmnﬁ%%?@‘f‘éﬁ?o"ﬁ%(ﬁéﬂ%‘%}’i%?“y accompanying musics
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this list did not specifically include computer programs, the question
of whether computer programs are copyrightable subject matter was
extensively debated.?? However, it is now settled that computer pro-
grams are within the scope of copyright law protection.?®

The Copyright Act defines literary works as expressions not only
in words but also in “numbers, or other verbal or numerical symbols
or indicia.”?* This broad definition of literary works within the stat-
ute has been interpreted to encompass different forms of expressions
including computer programs.?® To remove any lingering doubts as
to the copyrightability of computer programs, Congress amended the
Copyright Act in 19802 to refer to computer programs in two areas.
First, it stated that the reproduction of computer programs may con-
stitute an infringing act.?” Second, the amendment added a definition
of a computer program to the copyright laws.?® In sum, a computer
program, whether it is written in source code or object code,?® is con-

(4) pantomimes and choreographic works;
(5) pictorial, graphic, and sculptural works;
{(6) mation pictures and other audiovisual works; and
{7) sound recording.
Id.

22. R. NiMMER, THE LAw oF CoMPUTER TECHNOLOGY 1-3 n.1 (1985) (sce text accompa-
nying n.1); NatioNaL ComMM’N ON NEw TECHNOLOGICAL Uses OF COPYRIGHTED WORKS,
FiNaL REPORT (1978).

23. Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1249 (3d Cir. 1983)
(a “computer program, whether in object cade or source code, is a “literary work’ and is pro-
tected from unauthorized copying™), cert. dismissed, 464 U.S. 1033 (1984); 1 M. NiMMER &
D. NiMMER, NIMMER oN COPYRIGHT § 2.04[C] (1987) (“The statutory definition of ‘literary
works’ is broad enough to include computer data bases and programs in that it includes all
‘verbal or numerical symbols or indicia, regardless of the nature of the material objects, such
as tapes, discs, or cards, in which they are embodied.’ ") (citing 17 U.S.C. § 101 (1982)).

24, 17 US.C. § 101 (1982).

25. See 17 US.C. § 102(2)(1) (1982); Tandy Corp. v. Personal Micro Computers, Inc., 524
F. Supp. 171 (N.D. Cal. 1981) (The coust held that the object code which was part of the
operating system on a Read-Only-Memory chip was copyrightable subject matter.); NATIONAL
Comnm'N oF New TecuNOLOGICAL Uses OF COPYRIGHTED WORKS, FINAL REPORT 16 (1978)
(“it was clearly the intent of Congress to include computer programs within the scope of copy-
rightable subject matter in the Act of 1976).

26. Act of Dec. 12, 1980, Pub. L. No. 96-517, 94 Stat. 3015, 3028.

27. YT US.C. § 117 (1976), as amended by the Act of Dec. 12, 1980, Pub. L. No. 96-517,
§ 10(b), 94 Stat. 3015, 3028.

28. 17 U.S.C, § 101 (1976), as amended by the Act of Dec. 12, 1980, Pub. L. No. 96-517,
§ 10(a), 94 Stat. 3015, 3028 (A ‘computer program’ is a set of statements or instructions to
be used directly or indirectly in a computer in order to bring about a certain result.”).

29. 1 M. NiMMER & D. NIMMER, supra note 23, at § 2.18[J] n.82.1 (“A source code is a
computer program written in any of several programming languages employed by computer
programmers. An object code is the version of a program in which the source code lapguage is

converted ox vtvraeasd%g&iv r&'i% &930127‘.%?'1'}% langutage of the computer with which it is to be
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sidered a literary work and copyright law protects it from unautho-
rized copying.®°

There are three basic criteria of the Copyright Act which deter-
mine whether a work gualifies as copyrightable subject matter. First,
the work must be of original authorship.®* Second, the work must be
fized in a “tangible medium of expression from which it can be per-
ceived, reproduced, or otherwise communicated.”3* Finally, the pro-
tection of a work will not extend to the “idea, procedure, process,
system, method of operation, concept, principle, or discovery” en-
compassed in such work.®® When a literary work is found to be copy-
rightable, the Copyright Act provides the copyright owner with cer-
tain rights which include the control over the reproduction,
dissemination and adaptation of the work,®¢ as well as derivative
works based upon the copyrighted work.%®

The Copyright Act first requires that the work being considered
for protection be of original authorship.®® Originality does not re-
quire that the new work be unique or of high quality. It merely re-
quires that the work be of independent creation.®

The second requirement of the Copyright Act is that for a work to
be copyrightable, the work must be fixed in a tangible medium of
expression.®® A copyright does not protect the shortlived authorship
(i.e., where the work is fixed in the memory of the computer momen-
tarily), but only that expression fixed in some form capable of repro-

used.”) (quoting NATIONAL CoMM'N OF NEW TECHNOLOGICAL Uses OF COPYRIGHTED
Works, FINAL REPORT 21 (1978)).

30. See Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1249 (3d Cir.
1983), cert. dismissed, 464 U.S. 1033 (1984); Tandy Corp. v. Personal Micro Computers,
Inc., 524 F, Supp. 171 (N.D. Cal. 1981).

31 17 US.C. § 102(a) (1982).

32. 4.

33. Id. at § 102(b).

34. Id. at § 106.

35. Id. Derivative work is defined in 17 U.S.C. § 101 (1982). “A ‘derivative work' is . . .
based upon one or more preexisting works, such as a translation, musical arrangement, drama-
tization, fictionalization, motion picture version, sound recording, art repreduction . . .” Id.

36. Id. at § 102(a). The capyright concept of originality is not as stringent as the patent
standards of “novelty” or “invention™; it requires only that the work be created by its author.
See 35 US.C. §§ 101-103 (1982).

37. Hubeo Data Products Corp. v. Management Assistance, Inc., 219 US.P.C. 450 (D.
Idaho 1983) (The court held that operating system software stored on disk or tapz was copy-
rightable subject matter.).

38. 17 US.C. § 102(a) (1982) (“fixed in tangible medium of expression™); Id. at § 101
(contains the definition of “fixed").

Published by Digital Commons @ Touro Law Center, 1987
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duction (e.g., magnetic tape).3® The copyrightable work need not be
directly perceived by a human, as long as it is fixed in a medium
from which it can be communicated into a form that can be per-
ceived by human beings.°

The third factor considered when determining whether a work
should be provided copyright protection is the exclusionary statute
which denies copyright protection for an “idea, procedure, process,
system, method of operation, concept, principle, or discovery.”#
Copyright protection attaches only to the mode of expression, not to
the idea or process described by the expression. From a computer
programming viewpoint, the concept of performing a sequential
search is not copyrightable, but a particular expression written by a
programmer of that concept is protectable.*

A copyright establishes proprietary rights in the author’s expres-
sion of an idea, but does not preclude the use of the idea or described
process by others.*® This distinction between expressions and ideas or
processes has established a system that has encouraged creative ex-
pression while safeguarding the rights of others to use, adapt, and
build on the original idea.** This distinction is also applied as a test
when determining whether a particular expression of a work (e.g., a

39. H.R. Rep. No. 94-1476, 94th Cong., 1st Sess. 52 (1975). “The definition of fixation
would exclude transient reproductions such as those projected briefly on a screen, shown elec-
tronically on a catho ray tube, or captured momentarily in the memory of a computer.” Id.

40. R. NIMMER, supra note 22, at i-4, 1-5. The Copyright Act overrules the early Supreme
Court decision of White-Smith Music Publishing Co. v. Apollo Co., 209 U.S, 1 (1908) (The
Court held that a piano role of a player-piano was not a copy of a musical composition, be-
cause it was not in a form which others could see or read.).

41, 17 US.C. § 102(b) (1982) (codifying the principles of Baker v. Selden, 101 U.S. 99
(1879)).

42. A sequential search is a search through a data file that checks each entry in the file
starting at the first entry and ending when the particular entry you are searching for is found
or when the end of the file is reached. S. BAASE, supra note 15, at 18. For example:

Input: L,n,X where L is an array with n entries and the algorithm is searching for the
first instance of X in the array.
Output: j, the position of X in the array.
Steps:

Lji=1

2. whilej <= nand L(j) <> X

3.doj=j-+ lend

4.iffj> nthenj = 0.

43. Davidson, Protecting Computer Software: A Comprehensive Analysis, 1983 ARiz. ST.
LJ. 611, 617.

44, This is the general purpose behind the development of copyright law. See OTA Report,

supra note 14, at 32-37.
https://digitalcommons.tourolaw.edu/lawreview/vol4/iss1/6
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computer program) is separable from the underlying idea and is,
therefore, copyrightable subject matter.*®

The Copyright Act does not extend copyright protection to the un-
derlying idea or process of a particular work.*® This is based on the
theory that copyright protection does not extend to an idea so as to
create a monopoly on that idea. This idea/expression dichotomy is
also used as the primary defense in a computer copyright infringe-
ment action.*?

If an accused work is merely a use of the underlying idea or pro-
cess of the original work, then the accused work has not infringed
the copyright of the original work.*® However, if the accused work
uses an expression of the underlying idea or process of the original
work and the underlying idea can be expressed differently — rather
than the manner in which the accused work was expressed — then
the accused work has infringed the copyright of the original work.
Proof of an infringement requires showing that the accused work is
either a literal reproduction of the original or that the accused party
had access to the original work and the two works are substantially
similar.*®* When an idea or process cannot be separated from the par-
ticular expression of that idea or process then copyright protection of
the expression is denied.® In addition, if there is only one or a lim-
ited number of ways in which to express an idea, then copyright pro-
tection is denied in order to preserve the free use and exchange of
that idea.®*

45, See, e.g., Whelan Assocs. v. Jaslow Dental Laboratory, Inc., 797 F.2d 1222, 1238-40
(3d Cir. 1986), cert. denied, 107 S. Ct. 877 (1987).

46. 17 US.C. § 102(b) (1982). “In no case does copyright protection of an ariginal viork of
authorship extend to any idea, procedure, process, system, method of operation, concept, prin-
ciple, or discovery, regardless of the form in which it is described, explained, illustrated, or
embodied in such work.” Id.

47. Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1252 (34 Cir. 1983)
(The Third Circuit held that both source and object code for parls of an operating system
program were copyrightable subject matter.), cert. dismissed, 464 U.S. 1033 (1934).

48. An accused work is 2 work which has been accused of being a copy of the ariginal
program,

49, Whelan Assocs., 197 F.2d at 1231-32; E.F. Johnson Co. v. Uniden Corp., 623 F. Supp.
1485, 1492 (D.C. Minn. 1985); Williams v. Arndt, 626 F. Supp. 571, 579 (D. Mass. 1985); 3
M. NiMMER & D. NIMMER, supra note 23, at § 12.11[D].

50. Baker v. Selden, 101 U.S. 99 (1879) (codified in 17 U.S.C. § 102(b) (1982)); 3 M.
Ninaser & D. NiMMER, supra note 23, at § 13.03[A).

51. Lansberg v. Scrabble Crossword Game Players, Inc., 736 F.2d 485 (9th Cir. 1984);
Morrissey v. Proctor & Gamble Co., 379 F.2d 675, 678-79 (1st Cir. 1967) (Copyright protec-

. __tion does not extend to ideas where there are a limited number of expressions.).
Published by Digital Commons @ Touro Law Center, 1987
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Copyright protection has been denied to blank forms where the
expression in the form could not be separated from the idea,*® and to
other blank forms where no expression was involved.”® However,
when a form communicates information then the form is copyright
protectable,> even if the information on the form is not protectable
subject matter.”® In addition, a court has protected blank forms
where they are sufficiently innovative and their arrangement of infor-
mation is itself informative.”® The expression of an idea cannot be
protected if that expression cannot be separated from the underlying
idea or process. This principle has been codified in the Copyright
Act® and is the third factor considered when determining whether a
work should be given copyright protection. If the expression of a
work is separable from the idea upon which it was based, then the
expression may be protected depending upon whether the expression
satisfies the other two requirements outlined above. However, if the
expression of an idea is inseparable from the underlying idea, then
the expression is not protected by copyright law.

For a literary work to be copyrightable or protected from infringe-
ment, the work must be an original work fixed in a tangible medium
of expression. The copyright of a work will not protect the underly-
ing idea, procedure, process, system, or method of operation. In the
computer software industry these criteria for copyrightability are rel-
evant when determining whether programs are copyrightable, or as a
defense in an infringement action. However, it is difficult to match
these criteria to relevant guidelines regarding computer software
protection, because it deals with a creative industry which is quite
different from the music and print industries which the Copyright
Act was originally designed to govern. Decisions regarding the pro-
tection of software are connected to issues concerning the protection
of machine processes and scientific or technological concepts which
have traditionally been addressed by patent law. Evaluating the cri-

52. Baker v. Selden, 101 U.S. 99 (1879); Aldrich v. Remington Rand, Inc., 52 F. Supp. 732
(N.D. Tex. 1942).

53. Cash Dividend Check Corp. v. Davis, 247 F.2d 458 (9th Cir. 1957).

54. Harcourt, Brace & World, Inc, v. Graphics Controls Corp., 329 F. Supp. 517 (S.D.
N.Y. 1971); R. NiMMER, supra note 22, at 1-6, 1-7.

55. Eckes v. Card Prices Update, 736 F.2d 859 (2d Cir. 1584) (compilation case: protection
given to the structure of book).

56. Manpower, Inc. v. Temporary Help, Inc., 246 F. Supp. 788 (E.D. Pa. 1965) (The court
held that the plaintifi’s blank forms which were used as time sheets were sufficiently innovative
in their arrangement of information to constitute a copyrightable work.).

57. 17 US.C. § 102(b) (1982) (codification of Baker v. Selden, 101 U.S. 99 (1879)); 1 M.
NimMer & D. NIMMER, supra note 23, at § 2.08[D][1].

https://digitalcommons.tourolaw.edu/lawreview/vol4/iss1/6
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teria referred to above, as it relates to the copyrightability and in-
fringement of computer programs, includes an adjudication of the
extent of protection afforded to the product of this new technology
where that protection may significantly affect the commercial and
scientific options of others.’® These determinations were not common
matters generally considered by copyright law prior to the computer
age.

Following the verification that a computer program passes the
three-part analysis described above, and is therefore copyrightable
subject matter,"® the remaining issue is what elements of the pro-
gram are included as part of the protected expression. This is the
principal issue to be determined in a computer program copyright
infringement action where there is no evidence of literal copying.
Once the protected aspects of an original work have been defined, it
can be determined whether the accused work has any substantial
similarities to these protected elements.

In determining when a computer software copyright infringement
has occurred, several federal courts have advanced various ap-
proaches. When this issue was recently addressed by the Third Cir-
cuit Court of Appeals, copyright infringement was found to have ac-
curred despite the lack of literal copying of computer code.®°

. WHELAN ASSOCIATES, INC. v. JASLOW DENTAL
LABORATORY, INC.

A. Factual Background

Jaslow Dental Laboratory (Jaslow), the appellant, is 2 manufac-
turer of dental prosthetics owned and operated by Edward Jaslow

58. If the courts extend the copyright protection of computer programs to include non-lit-
eral elements of the programs (flow logic or algorithmy), it would severely limit the possibility
of other programmers creating new advanced expressions of the idea upon which the original
program was based and bring a halt to the advancement of the public welfare which Congress
was empowered to promote. See supra note 17 and accompanying text, This hypothetical ex-
tension of copyright protection would hinder the growth of the computer software industry.
See Note, Copyright Protection for Coniputer Flow Logic and Algorithms, 5 CoMpuTER LJ.
257 (1984) (advocates the extension of copyright protection over the flow logic or algerithm of
the computer program). This article fails to recognize inseparability between the flov logic or
algorithm of a program and the program’s underlying idea. An algorithm or computer flow
logic is more analogous to the method of operation or process categories usually protectable by
means of a patent.

59. See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1252 (3d
Cir. 1983), cert. dismissed, 464 U.S. 1033 (1984).

60. Whelan Assocs. v. Jaslow Dental Laboratory, Inc., 797 F.2d 1222 (2d Cir. 1986), cert.
denied, 107 S. Ct. 877 (1987).
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and his son, Rand Jaslow. Rand attempted to develop a computer
program that would automate various business operations of the
laboratory.

After a poor attempt to develop the software, Jaslow entered into
a contract with Strohl Systems Group to develop a custom-made
computer program.®® Elaine Whelan developed the computer system
for Jaslow. All software developed by Strohl Systems for Jaslow was
to be owned by Strohl Systems.®2

Strohl Systems designed and installed the software written in
EDL,%® on an IBM Series 1 computer, located at the Jaslow Dental
Laboratory.®® In 1979, Strohl Systems commenced marketing the
new dental system to other laboratories under the trade name
“Dentalab.”

After Myles Strohl and Elaine Whelan separated their equal in-
terests in the computer company, Elaine Whelan formed Whelan
Associates, Inc.®® (Whelan) and became the new owner and mar-
keter of the Dentalab system.®®

61. Whelan Assocs, v. Jaslow Dental Laboratory, Inc., 609 F. Supp. 1307, 1309 (D.C. Pa.
1985) (On August 31, 1978, Strohl submitted a written proposal to Jaslow to design and
implement a computer software system. The proposal outlined the general scope of the func-
tions to be included in the design, an outline of the development methed, and a time for com-
pletion. As compensation, Strohl was to receive $18,000.00 plus certain expenses.).

62. Id. at 1310. The letter dated September 30, 1978, stated:

We propose that all software developed by us for your laboratory system remain under
our ownership. This basic system can then be marketed to similar laboratories by our
organization. A royalty of ten percent of the basic package price would be returned to
Jaslow for each system sold. Modifications to the system would be sold separately with
all proceeds to our organization. If the above points of agreement are acceptable, would
you please sign and return the enclosed copy.
Id. Although Jaslow never acknowledged this letter in writing, it is deemed to have been ac-
cepted. Id.

63. EDL or Event Driven Language. This is a high level programming language that works
on the IBM Series 1 computer. It is important to note at this point that the basic structure and
the basic operations of most computer languages are substantially similar. The exceptions are
the logic oriented languages, i.e, SNOBOL or PROLOG and the lower level assembly
languages.

64. Whelan Assocs., 609 F. Supp. at 1310. Elaine Whelan conferred extensively with Rand
Jaslow to determine the operations of the dental laboratory. Both Strohl and Jaslow knew that
the operation of all dental laboratories was substantially the same and that it would be quite
feasible to adapt the system to other laboratories.

65. Id. at 1309-12. Elaine Whelan was referred to as the designer and developer of a series
of software programs known as the Dentalab package.

66. Id. at 1311 (although ‘Dentalab’ was eriginally authored by Strohl Systems, both Strohl
Systems and Myles Strohl assigned all rights in the program to Elaine Whelan and Whelan

4 2 ]
Associates w?asv\;:g gu /%swtrlg,/ |%]\i9\‘/lfn |ss1%e capyright on the ‘Dentalab’ system).
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On July 30, 1980, Jaslow agreed to be the sales representative of
the Dentalab system for Whelan.®” During the two-year period in
which this business relationship thrived, Whelan enhanced the origi-
nal system as well as having translated the Dentalab EDL code into
the BASIC computer language for use on the newer IBM
Datamaster 26 computer.®® In 1983, Jaslow’s attorney notified Whe-
lan that Jaslow planned to terminate its relationship immediately.®®
Following this notice, Rand Jaslow formed a new corporation,
Dentcom, to market dental laboratory software including the
Dentalab package.?® In addition, Rand developed a new dental pack-
age written in BASIC for use on the IBM Personal Computer. This
new computer program, which was marketed by Dentcom under the
trade name “Dentcom-PC,”?* has been accused of copyright in-
fringement by Whelan.”? Because Rand had previously obtained a
copy of the Dentalab EDL source code,’® Whelan claimed that the
Dentcom-PC program was substantially similar to the Dentalab
package and infringed the Dentalab copyright.

B. The District Court’s Findings of Fact and Rulings of Law

After Jaslow sent notice to Whelan of its intent to terminate their
agreement, Whelan filed suit in the federal district court alleging
that the Dentalab copyright was being infringed by Dentcom’s li-

67. Id. at 1312 (the court noted that it was the intent of the parties to establish a working
relationship).

68. Id. at 1314 (Whelan also developed a Dentalab package for use on the IBM Personal

Computer, a smaller, less expensive computer which both Whelan and Jaslow anticipated
would be the most profitable computer system. However, neither the Dentalab system written
for the Datamaster 26 computer nor the Dentalab system written in BASIC for the IBM
Personal Computer were at issue in this case.).

69. Id. at 1313 {(On June 22, 1982, Jaslow had notified Whelan of its intent not to renew
the sales representative agreement; however, Jaslow continued to work in accordance with the
agreement.).

70. Id. at 1314 (Whelan had sold sixteen Dentalab systems for use on IBM Series 1
computers.).

71. Id. at 1314-15 (Four years after his first attempt, Rand once again tricd to develop his
own dental package for the IBM Personal Computer written in BASIC and with the help of
Jonathan Novak he completed the new program. This program had functions which were simi-
lar to the Dentalab system.).

72. 1d. at 1315 (Dentcom sold 23 licenses for the IBM Personal Computer Dentcom system
under the name ‘Dentalab® and ‘Dentlab’.).

73. Id. at 1316 (Rand had obtained a copy of the EDL source code at some time during the
development of the Dentalab system. At trial, Rand claimed he was cither the owner or co-
owner of the system and therefore entitled to have a copy of the program. In addition, Whelan
had testified that Rand was never authorized to have a copy of the ssurce code and that it was

Published by Digital ¢3#SSATGYBekan without ansenty)-
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censing of the Dentalab and Dentcom packages.™ Subsequent to the
denial of Jaslow’s motion for a preliminary injunction, the trial be-
gan.”® The majority of the testimony came from Rand Jaslow, Elaine
Whelan and two expert witnesses. Rand Jaslow and Elaine Whelan
testified as to the prior dealings between the parties. Dr. Thomas
Moore, Whelan’s expert, concluded that there were many similari-
ties between the two programs, including the file structures, screen
outputs, and operations of five subroutines,’® and that, in his opinion,
Dentcom was a derivative work of the Dentalab system. In addition,
Dr. Moore acknowledged that he did not examine all of the lines of
code of each of the two programs.

Mr. Stephen Ness, Jaslow’s expert, testified that he had compared
the Dentalab program written in BASIC?” with the Dentcom-PC
program also written in BASIC. Mr. Ness concluded, after a line-
by-line comparison of the source and object codes of the two pro-
grams, that there were differences in the programming style, pro-
gram structure, data structures, and overall algorithms of the pro-
grams. Mr. Ness added that the Dentcom-PC program was not
derived from the Dentalab system. Mr. Ness stated that he was not
familiar with the EDL computer language, that he did not compare
the EDL code with the Dentcom-PC BASIC code, and that the
Datamaster program had some overall structural similarities with
the Dentcom-PC system.”®

After listing a series of findings of facts relating to Jaslow’s de-
fenses, the district court found in favor of Whelan Associates, Inc.”®
The court deduced that Whelan owned all of the rights of the pro-
tected Dentalab system by virtue of its agreement with the Strohl
Systems Group. The court found that Dr. Moore was a more quali-

74. Whelan Assocs., 797 F.2d at 1227-28 (By mutual agreement, the parties removed the
trade secret action filed in the state court by Jaslow to the federal court.); see Whelan Assocs.,
609 F. Supp. at 1313, 1316-17.

15. Whelan Assocs., 197 F.2d at 1228 (this motion was denied because Jaslow failed to
show a likelihood of success on the merits); see Whelan Assocs., 609 F. Supp. at 1315.

76. These subroutines performed the order entry, invoicing, accounts receivable, end-of-day
procedures and end-of-month procedures and were considered the essential functions of the
system. A subroutine is a group of instructions that perform a set of functions for the program
and can be called from any point in the execution of the program.

71, This was the program written by Whelan Associates for use on the IBM Datamaster 26
computer. Note that Whelan stated that the Datamaster 26 package was essentially a transla-
tion of the IBM Series 1 package written in EDL.

78. Whelan Assocs., 797 F.2d at 1228.

79. Id. at 1227. Jaslow raised four defenses. Two of the defenses were based on the invalid-
ity of Whelan’s copyright. The other two defenses raised by Jaslow were that the Dentcom
program was developed independently from the Dentalab program and that “Dentalab” or

https://digitalcomBPrstiall wesevdasorintiensielvgeotls/ies s@vices and not the name of a particular product,
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fied expert witness than Mr. Ness and that Mr. Ness’ testimony was
not persuasive because he had never observed the two programs in
operation and because he was not familiar with the computer lan-
guage of one of the programs at issue.®° The court seemed to think
that Dr. Moore’s more detailed analysis of the five subroutines of the
two systems made him a more credible expert witness.

C. The District Court Broadened the Scope of Copyright Protec-
tion of Computer Programs

The district court’s most controversial conclusion, which was ques-
tioned on appeal, related to the scope of copyright protection af-
forded to computer programs. The issue was whether or not the
Dentcom-PC program infringed on the copyright of Whelan’s
Dentalab system: The district court’s reasoning followed a sequence
of steps which culminated in two rules of law.%!

First, “[t]he expression of the idea in a software computer pro-
gram is the manner in which the program operates, controls and reg-
ulates the computer in receiving, assembling, calculating, retaining,
correlating, and producing useful information either on a screen,
printout or by audio communications.”®* Second, “[t]he expression
of the idea embodied in a computer program is protected by the
copyright laws even though it must be altered and refined to be
made adaptable to different types of computers that have different
- methods of responding to command controls and therefore require
different source codes.”’®® Based on the above rules, including the

80. Whelan Assocs., 609 F. Supp. at 1322. The court reasoned that because Mr. Ness did
not observe the two programs in operation, his overall conclusions as to the systems' dissimilar-
ities were not persuasive. Two reasons explain why this was an incorrect conclusion on the part
of the district court. First, the issue in the case was not the infringement of the audiovisval
aspects of the program. Second, the operation of the program is only visible to the observer in
the audio-visual aspects and the paper printouts. Because these were not protected by the
copyright in issue, they are not at issue in the case, See Digital Communications Assocs. v.
Softklone Distrib. Corp., 659 F. Supp. 449, 455 (N.D. Ga. 1987) (“'copyright protection of a
computer program does not extend to screen displays generated by the program.™).

81. Whelan Assocs., 609 F. Supp. at 1319-21. The court first found that the Copyright Act,
as amended by the Computer Software Copyright Act of 1980, has added a definition of a
computer program to the Copyright laws and has given them protection. Second, the court said
that the mere idea or concept as contained in a computer program is not the subject of copy-
right protection. The court found that because there was no contention that other dental labo-
ratory programs that were being marketed infringed on the copyright of the Dentalab package,
different computer programs may functionally serve similar purpases, ¢.g., the automation of
the dental laboratory business functions, without being duplicates of each other.

82. Id. at 1320; see | M. NimMsER & D. NIMMER, supra note 23, at § 2.18[J].

83. Whelan Assacs., 609 F. Supp. at 1320; ¢f. Q-CO Indus., Inc. v. Hollman, 625 F. Supp.
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very broad interpretation of the expression of a computer program,
the court held that the Dentcom-PC code was not precluded from a
possible infringement of the dentalab system simply because it was
written in a different computer language.’® The evidence demon-
strated that Jaslow had copied the expression of the Dentalab system
program.

In a copyright infringement case, there are two methods of testing
the evidence of infringement.®® In Whelan, the first test, which re-
quires evidence of direct copying, was not applicable because the
original work was written in one computer langnage and the accused
work was written in a different language. Therefore, the court ap-
plied the second test which requires evidence that the accused party
had access to the original work, and that the accused work was sub-
stantially similar to the original work.®® In Whelan, access was not
at issue because Rand Jaslow had stipulated to the fact that he had
access to a copy of the source code of the Dentalab program.?? As a
result, the primary issue was whether the Dentcom-PC program was
substantially similar to the Dentalab program. The court concluded
that because of the similarities, as testified to by Dr. Moore, the
Dentcom-PC program was substantially similar to the Dentalab
system.2®

The district court broadened the scope of copyright protection of a
computer program by basing infringement on the existence of simi-
larities in.the sequence of operations of the programs. This conclu-
sion placed the district court at odds with the conclusions of an ear-
lier district court which was faced with the same issue.®® The Third
Circuit Court of Appeals has affirmed the district court’s decision in
what has become a highly controversial opinion.

D. The Third Circuit Court of Appeals—Extension of the Scope
of Copyright Protection of Computer Programs

In Whelan, the district court held that the Dentcom-PC program
infringed the copyright of the Dentalab program because of the sub-
stantial similarities in the overall structure of the two programs.
Therefore, the controversial issue before the Third Circuit Court of

84. Whelan Assocs., 609 F. Supp. at 1319-21.

85. Custom Decor, Inc. v. Nautical Crafts, Inc., 502 F.Supp. 154 (E.D. Pa. 1980); 3 M.
NimMMER & D. NIMMER, supra note 23, at § 12:11[D].

86. Whelan Assocs., 609 F. Supp. at 1321,

87. Id.

88. Id. at 1321-22,

https://digitalcomm&hs €GOl dndedu/Tamreyiblofiroaty 6256F. Supp. 608, 614 (S.D.N.Y. 1935).
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e

Appeals was whether or not the structure, sequence, or organization
of a computer program is copyright protectable expression of a
program,®°

After concluding that computer programs are protected from more
than literal copying,®® the Third Circuit had to determine the bound-
aries of the scope of copyright protection for computer copyright in-
fringement purposes. The court held that the copyright of a com-
puter program protects from unauthorized copying what is in essence
the “look and feel” of a computer program.®®

The court adopted a broad rule of law based on a very simple
analysis of previous decisions in combination with the Copyright
Act. In 1976, the rule developed in Baker v. Selden®® was codified in
section 102(b) of the Copyright Act.®* This section states that copy-
right protection will not be extended to the idea or process underly-
ing an expression, and if the idea is inseparable from the expression,
then the work is unprotectable.?® The court reasoned that, because
the idea involved in Whelan was the computer automation of a den-
tal laboratory and this idea can be expressed in other non-infringing
programs or expressions, the program that implemented this idea
was an expression separable from the underlying idea and protected
by the copyright laws.®®

Because other literary works are protected from non-literal in-
fringement, the court held that the computer program is protected
from non-literal copying.®” The non-literal elements of a computer
program, which are considered part of the expression of the pro-
gram, include the structure, sequence, and organization of the pro-
gram.?® The expression of a computer program is protected from
copyright infringement. Therefore, the copyright of a computer pro-
gram has been infringed when the structure, sequence, and organiza-

90. Whelan Assocs., 797 F.2d at 1234,

91. 17 US.C. § 102(a)(1) (1982) extends the copyright protection afforded literary veorks
to computer programs. The copyright of a literary work is infringed when an accused work is
substantially similar to the original. This means the accused work does not have to be an exact
reproduction of the original to infringe on the copyright of the original wark. Additionally, a
copyright of a literary work can be infringed upon by translating the work from one language
to another. See Radji v. Khakbaz, 607 F. Supp. 1256, 1299 (D.C. 1985) (translation of Eng-
lish language book into Farsi).

92. Whelan Assocs., 797 F.2d at 1248,

93. 101 U.S. 99 (1879).

94. 17 US.C, § 102(b) (1982).

95. Id.

96. Whelan Assocs., 797 F.2d at 1240.

97. Id. at 1248.
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tion of an accused program is substantially similar to the original
work.?®

III. THE “SECOND GENERATION” OF COMPUTER PRO-
GRAM LITIGATION

Computer software litigation has evolved through what has been
referred to as “two generations.”'® In the first generation, the issue
was whether computer programs are or should be protected by the
copyright laws, The courts have resolved this issue in favor of pro-
tecting the source code or object code of computer programs embed-
ded or stored in any type of medium.'®

The second generation of computer program litigation, of which
Whelan is a part, concerns a determination of the scope of copyright
protection which the courts will afford to computer programs.1®® This
generation of litigation involves defining the boundaries that copy-
right protection will provide to computer programs. The courts’ de-
terminations will depend upon what is considered the expression of
an idea embodied in a computer program and what is considered an
idea upon which the expression was created. It is this judicial line-
drawing that will affect the commercial and scientific options of
other computer software companies.1°®

If the copyrightable expression in a computer program is limited
to the strict line-by-line program code, those people that copy® or
add value to existing programs?®® will be able to escape liability for
copyright infringement by varying the original code in a trivial way.
However, if the copyrightable expression includes the logic, design,
structure,'*® performance,®” or output of a computer program,°®

99, Id.

100. OTA Report, supra note 14, at 79 n.79; see Goldberg, Computers and Copyright: The
Next Generation, 196 N.Y.L.J. 57, Sept. 19, 1986, at 1 col. 1.

101. Id. at 79; see Apple Computer, Inc. v. Formula Int'l, Inc., 724 F.2d 521 (9th Cir.
1984) (Copyright also extends to protect programs in PROMs (Programmable Read Only
Memorys) and EPROMs (Erasable Programmable Read Only Memorys)).

102. OTA Report, supra note 14, at 79. For a discussion of what constitutes a copy of a
computer program, see Wharton, Use and Expression: The Scope of Copyright Protection for
Computer Programs, 6 CoMPUTER L.J. 433, 434-54 (1985).

103, See supra note 58 and accompanying text.

104. See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240 (3d Cir.
1983), cert. dismissed, 464 U.S. 1033 (1984).

105. Nimmer & Krauthaus, Copyright and Software Technology Infringement: Defining
Third Party Development Rights, 62 IND. L. REv. 12 (1986).

106. Whelan Assocs., 797 F.2d at 1248.

107. Broderbund Software, Inc. v. Unison World, Inc., 648 F. Supp. 1127 (N.D. Cal.
w@@?Ss@“ﬁi@&‘ﬁgjg‘ﬂ&%ﬁ%ﬁ%@fSﬂn/? v. Unison World, Inc.: "Look and Feel" Copy-
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then the copyright would be protecting the “procedure, process, sys-
tem, or method of operation of the original work’% which the
Copyright Act prohibits.

A. The Strict Line-by-Line Approach

When determining the scope of copyright protection of computer
programs, it is difficult for the courts to protect their descriptive as-
pects — the symbols or words used in the program — without at the
same time protecting their functional aspects or what the symbols or
words do in a computer. Copyright may either protect too little if the
copyrightable expression is limited to the literal code, or it may pro-
tect too much if the copyrightable expression extends beyond the lit-
eral program cade.

In Synercom Technology, Inc. v. University Computing Co.,**°
what the Whelan Court referred to as “Judge Patrick Higginboth-
am’s scholarly opinion,”*** Judge Higginbotham concluded that the
defendant did not infringe on the plaintiff’s copyright of a computer
program. The scholarly judge reasoned that the defendant either
copied the underlying idea which the input forms expressed, or the
input formats of the original computer program were unprotectable
expressions of ideas.*?

In Synercom, the computer input formats, which specified the
manner in which the user entered data into a structural analysis en-
gineering system, were at issue.**® The plaintiffs alleged that the de-

fendants had infringed the copyright of their program by giving the -

users of a competing system, developed by the defendant, a data pre-
processing program which consisted of a sequence of instructions
that were identical to Synercom’s input forms.***

Following a determination that the input format was an expression
of an idea, the next issue was whether the defendants had borrowed
that portion of the expression which was separable from the underly-

right Protection for the Display Screens of An Application Microcomputer Program, 13
RutGers Comruter & Trcw. L. 105 (1987).

108. Broderbund Software, Inc. v. Unison World, Inc., 648 F. Supp. 1127 (N.D. Cal.
1986).

109. 17 U.S.C. § 102(b) (1982): see OTA Report, supra note 14, at 81.

110. 462 F. Supp. 1003 (N.D. Tex. 1978).

111. Whelan Assocs.. 797 F.2d at 1239.

112. Synercom Technology, Inc., 462 F. Supp. at 1014,

113. Id. at 1007.

114. Id. at 1012, The court concluded that the input forms were expressions of fdeas be-
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ing idea.*® The court concluded that the defendants had not bor-
rowed any of the plaintiff’s protected expression. Instead, the defend-
ants had appropriated the ideas embodied in the input forms and
expressed those ideas differently. Alternatively, the court held that
even if the defendants had copied the plaintiff’s expression, the ex-
pression created by the plaintiff was not copyright protectable be-
cause it was inseparable from the underlying idea.*'® According to
the first conclusion, there was no infringement of the plaintifi®s copy-
right protected work and, in the alternative, the input format was
considered an unprotectable expression of an idea.”

In dicta, the court analogized the plaintiff’s contention that the
order and sequence of data was a protectable expression of an idea
to a situation in which a person accused of an infringement read the
manual of a computer program, took the underlying ideas from that
manual and wrote a new program and manual. This new program
and manual could not be considered an infringing work.}*® An in-
fringement would exist when a computer program is converted from
one language into another, or when a flowchart or set of step-by-step
instructions written in a human language is translated into a com-
puter program. “[T]he preparation of a computer program in any
language from a general description of the problem to be solved . . .
is very dissimilar to the translation of a literary work, or to the
translation of a program from one language to another.”'*® The
plaintiff’s copyright was not infringed because the defendant devel-
oped the pre-processing program from the general descriptions of an
idea contained in the forms.

Although Synercom dealt with a question of infringement of an
input form and not a computer program, the copyright principles de-
rived are applicable to computer copyright infringement actions.*?®
Because the input forms, like computer programs, create data repre-
sentations and perform data transformations, the principles derived
in Synercom were relevant to the Whelan case

115. Id.
116. Id. at 1014.

117. Id. at 1013-14. The court insisted that the input formats must contain some indicia of
creativity greater than the bare expression of a sequence and arrangement to qualify for copy-
right protection.

118. Id. at 1013 n.5.
119. Id. (Emphasis supplied).
120. Whelan Assocs., 797 F.2d at 1238.
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1. The Initial Conflict With Whelan

The Whelan court recognized that the Synercom holding was ad-
verse to the notion of broadening the scope of copyright protec-
tion.’?? Judge Higginbotham said that there was a difference be-
tween the copyrightability of the organization of the input formats of
a computer program and the copyrightability of the organization of
other types of works.??® While the Copyright Act intended sequenc-
ing and ordering to be protectable in appropriate circumstances, the
computeér program context is not one of those appropriate circum-
stances. The Whelan court rejected this argument.*** While Con-
gress did consider that computer programs would present a unique
situation in copyright law, and the Copyright Act did propose that,
in appropriate circumstances, the ordering and sequencing of a work
is protectable, Congress did not create an exception to this general
proposition. Therefore, without an exception to this general postu-
late, the proposition is applicable to computer programs and their
copyrightability.*?®

While Congress may not have made an exception to this general
rule, computer programs are significantly different from other liter-
ary works. A computer program is a literary work; however, when in
operation in the computer, it is a process. Therefore, the computer
program is a hybrid between that which is protectable by a copyright
and that which should be protected by a patent.**®* When the pro-
gram is not running in the computer, it is merely a literary work and
passive, and the copyright is the proper method of protection. How-
ever, when the program is being executed by the computer, it is ac-
tive and is considered a process (the program processes information

122. Id.

123. Synercom Technology, Inc., 462 F. Supp. at 1014,
124. Whelan Assocs., 797 F.2d at 1240.

125. See OTA Report, supra note 14, at 80-81.

126, Id.; Maier, Software Protection—Integrating Patent, Copyright and Trede Secret
Law, 69 J. PAT. TRADEMARK OFF, Soc'y 151 (1987) (The author discusses the hybrid nature
of computer software and how copyright, patent, and trade secret law are all viable means of
protecting software effectively.); Note, supra note 58, at 257; Nole, Frotection of Computer
Software—A Hard Prablem, 26 DRAKE L. REv. 180 (1976) (analysis of problems which arise
when dealing with the protection of computer software using patent, trade secret and copyright
law). This statement is not meant to suggest that patent protection of computer programs
cannot be obtained. See Maier, supra, at 157, for a sample list of patented computer pro-

grams, This suggests that copyright protection of computer programs and patent protection of
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in the computer)?*” which is theoretically protectable under patent
law.128

The Whelan court reasoned that, if it could answer one last ques-
tion raised in Synercom, then it could justify its own broad holding.
If the sequencing of instructions in a computer program is consid-
ered the expression of an idea, what separable idea is being ex-
pressed in the Dentalab program?**® The court concluded that the
idea at issue in Whelan was the automation of certain functions of a
dental laboratory. Because there were other programs available that
expressed this idea, and those programs did not infringe Whelan’s
copyright, the structure of the Dentalab program was separable from
the underlying idea. Therefore, the structure of a computer program
is a copyright protectable expression.s°

This is not a sound conclusion.’ The problem to be solved in
Whelan was to computerize the Jaslow Dental Laboratory. To ac-
complish this goal, the Whelan court broke the problem down into
different parts which consisted of five subroutines. It is these five
parts or subroutines that contained the five separate ideas which
Whelan decided would solve the dental laboratory problem.*®? The
overall structure of these subroutines should not have been accepted
by the Whelan court as evidence of an infringement either because
the underlying ideas expressed in the structure of the subroutines
could not be separated from the expression, or because the ideas ex-
pressed in the subroutines can only be expressed in a limited number
of ways to perform efficiently.

127. See supra note 12 and accompanying text.

128, See Maier, supra note 126, at 157-59 (The Patent Office is now patenting software
and the author explains why and how software is patented); see also Anthony & Colwell,
Litigating the Validity and Infringement of Software Patents, 41 WasH. & Leg L. Rsv. 1307
(1984) (applicability of patent law to software).

129, Whelan Assocs., 797 F.2d at 1240.

130. Id. at 1248.

131. R. NIMMER, supra note 22, at Si-17 (1986),

The [Whelanl court’s view of protected expression reflects a broad conception of the

idea of the program. The idea apparently consisted simply of the notion of a program
for “operating a dental laboratory.” In a fiction novel, the equivalent defines the idea of
War and Peace as a “'rovel about society.” This definition creates an expansive protec-
tion of the original aethor and is unnecessary to the result.
Id.; see also Karajala, Copyright, Computer Software, and The New Protectionism, 28
JuriMeTRICS J. 51 n.62 (1987). The Whelan Court’s conclusion that the underlying idea of
the Dentalab program was the automation of a dental laboratory is a rather tautological argu-
ment. By definition, a program which automates a dental laboratory is a program focusing on
the ideas involved in the automation of the dental laboratory.
132, These subroutines performed the order entry, invoicing, accounts receivable, end-of-
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The Whelan court concluded that since the structure of the pro-
gram was not essential to the purpose or function of the program,
i.e., the automation of the dental laboratory, the structure was part
of the protectable expression.’*® This opinion is not a sound one be-
cause the structure or sequence of operations of a program is crucial
to the program’s operation and efficiency. Because the structure is
essential to the operation or function of the program, the structure is
inseparable from the underlying idea upon which the program was
based.

There cannot be an infringement where the overall structure of
the programs are substantially similar. This is an obvious conclusion
because many programs that solve any one particular problem will
look and operate similarly. Each program that solves any one partic-
ular problem will generally consist of the same overall structure be-
cause they were both written to efficiently solve the same problem.?*

Preparing a computer program from a general description of the
problem to be solved, or adapting an existing program for operation
on a second computer,’®® is not similar to translating a literary work
from one language into a second. Substantial creativity is required
and the resulting program is not a copy of the original.

B. The Strict Line-by-Line Approach (continued)

The Whelan court was faced with deciding whether the Dentcom-
PC program was substantially similar to the Dentalab system. The
court concluded that the proper test for determining substantial sim-
ilarity in a computer program copyright infringement action was to
combine the test developed in E.F. Johnson Co. v. Uniden Corp.,**®
with its predecessor, the “lay observer” test.!” Whelan adopted a

133. Whelan Assocs., 797 F.2d at 1233-42,

134. Q-CO Indus., Inc. v. Hoffman, 625 F. Supp. 608 (S.D.N.Y. 1985); see Stemn, The
Bundle of Rights Suited to New Technology, 41 U. PirT. L. REv. 1229, 1238-39 (1986)
(“When a defendant’s computer program contains code that is an exact copy of or quite clese
to an exact copy of the code in a plaintiff®s copyrighted computer program, the defendant will
almost surely be held liable to the plaintiff for copyright infringement.” This is less clear,
however, when the actual code of the defendant’s program is substantially different from the
plaintifi’s code.).

135. See, e.g., SAS Inst,, Inc. v. S & H Computer Sys., Inc., 605 F. Supp. 816 (1.D. Tenn.
1985) (duplication of the expression satisfies the substantial similarity test for establishing
liability).

136. 623 F. Supp. 1485 (D.C. Minn. 1985).

137, 3 M. Ninier & D, NIMMER, supra note 23, at § 13.03[A] (The test consists of deter-
mining whether an average lay gbserver would recognize the alleged copy as having been ap-
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single substantial similarity inquiry according to which both lay and
expert testimony would be admissible.

In E.F. Johnson, the defendant reverse-engineered’®® the plain-
tiff’s program which was part of a land based mobile radio transmis-
sion system. The district court held that the “ordinary lay observer
test,” generally used to determine substantial similarity, was un-
workable when dealing with computer program infringement
cases.’® The court concluded that basing substantial similarity on
the “total concept and feel”*¢® of the copyrighted work as deter-
mined by the ordinary observer, and relying on the ordinary observer
to find enough material similarities,** was a problem. The ordinary
lay observer could not discover the technical similarities between
computer programs. The court proposed an alternative approach, the
“iterative test” of substantial similarity. 42

The iterative test requires proof that the defendant used the copy-
righted work in preparing the alleged copy, and that the defendant’s
work is an iterative reproduction of the original.’*® Under this test,
proof of infringement would be made by an analysis of the “quanti-
tative and qualitative evidence of similarities”** as measured by the
“court’s evaluation of expert testimony.”4®

While the E.F. Johnson court concluded, based on either of the
substantial similarity tests, that the defendant had infringed the
plaintiff’s copyright, the court indicated in dicta that copyright pro-
tection does not extend to the “general outline” of a program.'4® In
sum, when disposing of a computer copyright infringement action, it
is improper for a court to compare the overall structure of the ac-

138. OTA Report, supra note 14, at 84.

Reverse engineering refers to the upauthorized, although not necessarily illegal, repro-
duction of programs in their object or source code form for the purpose of teaching,
analyzing, or evaluating the concepts, techniques, or ideas embodied in the program.
This process promotes innovation by allowing programmers to build on the works of
others in the creation of new works. It also eliminates the need for redundant research
and development. Reverse engineering allows abstract knowledge and techniques to be
passed on, while prohibiting the wholesale appropriation and sale of another’s work.

Id.

139. Note, Copyright Infringement of Computer Programs: A Modification of the Substan-
tial Similarity Test, 68 MinN. L. Rev. 1264, 1285-94 (1984) (in depth review of why the
ordinary observer test is unworkable in the field of computer softwarc infringement litigation).

140. E.F. Johnson, 623 F. Supp. at 1493,

141, 3 M. NimMerR & D. NIMMER, supra note 23, at § 13.03[A].

142. E.F. Johnson, 623 F. Supp. at 1493.

143. Note, supra note 139, at 1294-1302 (analysis of proposed iterative approach).

144. E.F. Johnson, 623 F. Supp. at 1493.

145. Id.
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cused program with the original because the protected expression of
a computer program would not include its overall structure. The
copyright of a program would only protect the program from literal
copying. This new test has been applied by other courts when deter-
mining the issue of substantial similarity of computer programs.’*?

The facts in Whelan are very similar to the facts in @-CO Indus-
tries, Inc. v. Hoffman,**® which also resulted in copyright infringe-
ment litigation. Both cases dealt with a defendant who adapted an
original computer program for use on a different, more popular com-
puter. However, the two cases were resolved differently. In Q-CO,
the court held that the program developed by the defendant based on
the plaintiff’s idea, a teleprompter with word processing capabilities,
did not infringe the plaintiff’s copyright protected expression.¢®

In 0-CO, the defendants, Hoffman and Som, developed a program
for the plaintiff, Q-CO Industries.’®® The program generated large
characters which scrolled the video screen at variable speeds and had
a few word processing functions. The teleprompter program was
designed for use in different television and theater presentations.X®
The defendants then left the employ of the plaintiff and created a
program that performed similar functions on a different computer
system.**? Because of the differences in the computer systems, the
defendants had to make substantial changes in the manner in which
the new program would generate the large characters as compared
to the old program’s operations. The court held that the new pro-
gram . did not infringe the plaintif®s copyright in the original
program.’®3

The @-CO court reasoned that, because the “order and organiza-
tion*** of computer programs are more like concepts or ideas rather
than expressions, and because the source codes of the programs were
in different languages, there was no infringement.*®® Because of the
differences in the computer systems, it was impossible to show that

147. Whelan Assocs. v. Jaslow Dental Laboratory, Inc., 797 F.2d 1222 (3d Cir. 1986); cert.
deitied, 107 S. Ct. 877 (1987).

148, 625 F. Supp. 608 (S.D.N.Y. 1985).

149. Id. at 616.

150. Id. at 610-11. The defendants developed the VPS-500 program designed for the Atari
800-XL computer.

151. A teleprompter is an electronic device that unrolls a script line-by-line as a prompting
aid,

152. This new program was named the CPC-1000. It performed similar functions as the
VPS-500 program but on an IBM Personal Computer.

153. Q-CO Indus., Inc., 625 F. Supp. at 616.

154. Id.
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the defendants’ program was a copy of the original work.*®® This
decision indicates that the protected expression in a computer pro-
gram does not include the overall structure, sequence, and organiza-
tion of the program. Unless there is evidence that the accused com-
puter program is substantially similar to the original program, there
is no copyright infringement. The measure of substantial similarity is
based on the available evidence of literal copying and not structural
similarities.

Q-CO Industries, Inc. v. Hoffman,*®® was the last major case that
dealt with copyright infringement of a computer program prior to
the Third Circuit Court of Appeals decision in Whelan Associates v.
Jaslow Dental Laboratory, Inc2®® The Whelan court decided to
broaden the scope of copyright protection of computer programs.
This broad scope of protection would make it difficult for future pro-
grammers to enhance the ideas encompassed in existing programs
without violating the copyright of the original program.**® This was
one of the primary reasons why the Fifth Circuit, when recently
faced with the issue of whether or not to accept the Whelan court’s
extension of the scope of copyright protection of a computer pro-
gram, decided that the sequence and organization of a computer pro-
gram are inseparable from the underlying ideas upon which the pro-
gram was developed.’®® The court refused to provide the plaintiff
with a monopoly on the underlying idea, because to do so would be
contrary to the purpose of the Copyright Act.’%!

In Plains Cotton Cooperative Association v. Goodpasture Com-
puter Service, Inc.,*** the plaintiff, owner of a computer software
system that provided its users with information regarding cotton
prices, accounting systems and the capability to consummate cotton
sales electronically,’®® sued former employees for copyright infringe-
ment and trade secret misappropriation. After developing the com-
puter system for the plaintiff, the defendants were employed by a
new company which developed a similar program for use on a differ-

156. Id. at 616.

157. 625 F. Supp. 608 (S.D.N.Y. 1985).

158. 797 F.2d 1222 (3d Cir. 1986), cert. denied, 107 S. Ct. 877 (1987).

159. OTA Report, supra note 14, at 83.

160. Plains Cotton Coop. Ass’'n v. Goudpasture Computer Serv., Inc., 807 F.2d 1256, 1262
(5th Cir.), cert. denied, 108 S. Ct. 80 (1987).

161. See supra notes 46-47 and accompanying text.

162. 807 F.2d 1256 (5th Cir.), cert. denied, 108 S. Ct. 80 (1987).

163. Id. at 1258. The system was called “Telcot.”
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ent computer.'®* Although this case dealt with an appeal from a dis-
trict court’s decision denying the plaintiff’s motion for a preliminary
injunction, the Fifth Circuit’s opinion regarding the scope of protec-
tion of computer programs is applicable to the present discussion. In
deciding whether or not to grant a preliminary injunction, the court
must ascertain whether or not the plaintiff has proven a substantial
likelihood of success on the merits, %®

The Plains Cotton court, remaining consistent with Judge Higgin-
botham’s decision,®® concluded that the input formats which deter-
mined the organization and configuration of the information fed into
the computer were ideas and not protectable expression.*®” The court
reasoned that, because the input formats in Synercom®®® “re-
presentfed] a level of computer software design more specific than
functional design and more general than line-by-line program design,
the issue of copyrightability is relevant to the issue of whether [there
was an infringement in the present action].”?

The court rejected the Whelan approach that the structure or se-
quence of a computer program is copyright protectable.*?® The court
determined that the plaintiff did not satisfy its burden of proof in a
preliminary injunction motion because the evidence seemed to indi-
cate that the sequence and organization of the cotton marketing
software at issue was inseparable from the general cotton industry
ideas upon which the original program was developed.*™

In the context of the present discussion, the Fifth Circuit has
joined Judge Higginbotham’s position that the structure of a com-
puter program is not copyright protectable because the structure is
inseparable from the underlying idea. The opinions of Judge Higgin-
botham and the Fifth Circuit are “at odds™?* with the Third Cir-
cuit’s conclusion.

164. Id. at 1259. The second program was developed for use on a personal computer and
marketed under the trade name “GEMS".

165. Id.

166. Id. at 1262,

167. Id.

168. See supra note 114 and accompanying text.
169. Plains Cotton, 807 F.2d at 1262.

170. Id.

171. Id. (“the similarities between the GEMS and Telcot programs are dictated by the
externalities of the cotton market™).
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C. The Broad Approach: Expansion of the Scope of Copyright
Protection of Computer Programs

When determining the scope of copyright protection of computer
programs, it is difficult for the courts to protect their expression
without, at the same time, protecting their underlying ideas. Copy-
right may either protect too little if the copyrightable expression is
limited to the literal code, or it may protect too much if the copy-
rightable expression extends beyond the literal program code.

In the past few years, several courts have concluded that it is
proper to protect the structure, sequence, or organization of either a
computer program’® or the output of a computer program, the au-
diovisual display screens.*™ These courts have justified their conclu-
sions based on the theory that the structure, sequence, and organiza-
tion of a program or the sights and sounds of a display are separable
from the underlying ideas upon which the program or screen was
developed. In Whelan, the court held that the structure, sequence,
and organization of a computer program is copyright protectable.1?®
Therefore, any similarities in structure, sequence, or organization of
computer programs would result in a copyright infringement.

In Stern Electronics, Inc. v. Kaufiman® the Second Circuit
Court of Appeals broadened the scope of protection afforded an au-
diovisual work when it held that “[t]he repetitive sequence of a sub-
stantial portion of the sights and sounds of [a video]. . . game quali-
fies for copyright protection as an audiovisual work.”*%”

In Stern Electronics, the issue was whether the defendant in-
fringed Stern’s copyright in its audiovisual work, a computer video
game called “Scramble.””?® Before this decision, there was a require-
ment that to prove an infringement in an audiovisual work, the
plaintiff must prove exact copying.}?® The court held that the repeti-
tive sequence of a substantial portion of the sights and sounds of the
video game qualified as an aspect of the copyright protectable ex-
pression of an audiovisual work.'®® Therefore, the organization and

173. See, e.g., Whelan Assocs., 797 F.2d at 1222.

174. Plains Cotton Coop. Ass'n v. Goodpasture Computer Serv., Inc., 807 F.2d 1256 (5th
Cir. 1987); Stern Elecs., Inc. v. Kaufman, 669 F.2d 852 (2d Cir. 1982).

175. Whelan Assocs., 797 F.2d at 1248.

176. 669 F.2d 852 (2d Cir. 1982).

177. Id. at 856.

178. The computer game was embedded in the Programmable Read Only Memory of the
computer.

179. See Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240 (3d Cir. 1983),
cert. dismissed, 464 U.S. 1033 (1984).
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sequence of the audiovisual display is protected, and this expression
can be compared in a copyright infringement action.

While the principal holding in Stern Electronics may be applica-
ble to a computer program infringement action,!®* there is a signifi-
cant difference between a computer program and an audiovisual dis-
play. According to Stern Electronics, an audiovisual display’s
organization and sequence of sights and sounds is protected by the
copyright laws.*®2 The Copyright Act separates that which is pro-
tected by an audiovisual copyright and that which is protected by a
literary copyright.'®® A computer program is protected as a literary
work and the display screens of a video game or program are pro-
tected by the audiovisual copyright. The Whelan court, noting the
differences between audiovisual screen protection and computer pro-
gram protection, concluded that display screen similarities were ad-
missible as indirect evidence of computer program infringement.#¢
However, in view of the highly technical nature of the computer
software field and the difficulty of having a lay observer,® i.e., a
judge, not trained in distinguishing between a program and its out-
put, even with the aid of expert witnesses, a judge “could not evalu-
ate [the audiovisual similarities] rationally”*®® and consider these
similarities as indirect rather than direct evidence of computer pro-
gram copyright infringement.'®?

The audiovisual display is the output of a computer program and
its structure and sequence of sights and sounds is the final result of
the creative process which began in the development and coding of
the program, The display’s organization or sequence of operations is
the only element of a display which can be protected because there
are no other physical elements of an audiovisual display. In contrast,
a computer program consists of words or symbols fixed in a tangible
medium. The courts may protect a program from literal copying as
well as possibly protecting its less concrete aspects, namely the struc-
ture and sequence. The audiovisual display is physically distinguisha-
ble from a computer program. Therefore, based on the physical dif-
ferences between programs and audiovisual displays, it would be

181. See supra note 120.

182. Stern Elecs., 669 F.2d at 857; 17 U.S.C. § 102(a)(6) (1982).

183. 17 US.C. § 102(2)(1) & (6) (1982).

184, Whelan Assocs., 797 F.2d at 1244,

185. But see Whelan Assocs., 797 F.2d at 1245.

186. Whelan Assocs., 797 F.2d at 1245,

187, Id. at 1245; see also Digital Communications Assocs. v. Softklone Distrib. Corp., 659
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difficult to justify even the inferential use of display screens as a ba-
sis for a computer program copyright infringement conclusion.

Stern Electronics dealt with the extension of copyright protection
of the audio visual output of a computer program. In SAS Institute,
Inc. v. S & H Computer Systems, Inc.,**® a district court considered
the extension of copyright protection of computer programs. The
SAS court went beyond measuring or comparing the amount of lit-
eral identity between computer instructions and considered the struc-
tural similarities of computer programs.

In SA4S, the defendant, S & H Computer Systems, licensed the
source code of the plaintiff’s complex statistical analysis program.®®
This program consisted of 186,000 lines of instructions to be exe-
cuted by a computer. The defendant licensed the plaintiff’s program
to develop a competing program which would run on a different pop-
ular computer system.!®® Generally, in a copyright infringement ac-
tion not involving an exact duplicate of the original code but rather a
partial copy, there are two issues to be decided. First, does the ac-
cused party have access to the original program? Second, is the ac-
cused program substantially similar to the original program?*®! Be-
cause access was uncontested, the district court was faced with the
all too popular issue of whether or not the two programs were sub-
stantially similar.

The court concluded that S & H had infringed the protected ex-
pression of the SAS program based on several factors. First, forty-
four of the 186,000 lines of code of the original work were literally
copied. Of these lines, there were several instances in which SAS
indicated that the lines of the original code were unnecessary ad-
ditions to the program and did not perform a needed function.?®
Second, the S & H code contained undocumented SAS program
options.*®® Third, the S & H program had no associated design
documentation.’®* Fourth, the S & H code contained a number
of instances in which the word “SAS” appeared.!®®

188. 605 F. Supp. 816 (M.D. Tenn. 1985).

189. Id. at 819.

190. Id. The computer used by the SAS Institute program was an IBM computer. Id. at
818. SAS Institute licensed the program to S & H to be used as a statistical analysis system
but 8 & H used the program to produce a new version of the program to be used on the VAX
computer. Id. at 821,

191. 3 M. NimMER & D. NIMMER, supra note 23, at § 12.11[D].

192. SAS Inst., Inc., 605 F. Supp. at 823.

193. Id. at 824.

194. Id. at 823.

195, Id.
https://digitalcommons.tourolaw.edu/lawreview/vol4/iss1/6
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In addition to this evidence of literal copying, the court found sim-
ilarities in the organizational patterns and structure'®® of the two
programs. S & H argued that it had adopted SAS’s organizational
scheme but it had written the actual program instructions indepen-
dently. Therefore, there was no infringement because a computer
program copyright can only protect the original program from literal
copying. The organizational patterns and structure of a computer
program do not communicate information so as to qualify as protect-
able expression. The court rejected this argument and stated that
even adopting a program’s organizational scheme would constitute
copyright infringement.’®” The court held that the evidence of literal
copying combined with the organizational similarities constituted in-
fringement of SAS’s copyright protected program.?®® It is important
to add that the court based its decision to a large extent on S & H’s
misconduct and almost fraudulent intentions!®® in contracting with
SAS for the use of the original source code.*®® The court did not
have to broaden the scope of copyright protection of computer pro-
grams. The combination of fraud in inducement of the contract and
the instances of literal copying would have resulted in an
infringement.

1. Initial Support for Whelan

The Whelan court concluded that its holding was supported by the
SAS conclusion.?® The court said that the SAS decision stood for
the proposition that organizational similarities of computer programs
were relevant in deciding whether an accused computer program in-
fringed on the original program.?%?

In the course of deciding the issue of whether there was substan-
tial similarity, the SAS court stated that “piracy of even a quantita-
tively smali fragment . . . may be qualitatively substantial.”?°® The
court added that “[i]t certainly cannot be said that [forty-four] spe-
cific examples of copying as a matter of law are insubstantial.”’?%¢

196. Id. at 830.

197, Id. at 826.

198. Id. at 830.

199. Id. at 827.

200, Id. at 830-31; Gesmer, Developments in the Law of Computer Software Copyright
Infringement, 26 JURIMETRICS J. 224, 229 (1986).

201. Whelan Assocs. v, Jaslow Dental Laboratory, Inc, 797 F.2d 1222, 1239 (3d Cir.
1986), cert. denied, 107 S. Ct, 877 (1987).

202. Id.

203. SAS Inst., Inc., 605 F. Supp. at 829-830.

204. Id.
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While the court did say that there was evidence that S & H had
copied the organizational and structural details of the SAS pro-
gram,?®® the court decided that the S & H program infringed on
SAS’s protected program when it found the forty-four instances of
literal copying.2°® This conclusion is based on the SAS court’s impli-
cations that the number of lines literally copied was not important,
but rather that the lines were copied. The SAS court’s statements as
to the structure of the programs were not as crucial as the instance
of exact copying along with the misconduct of the defendant.*®” In
sum, it was improper for the Whelan court to conclude that a case
which involved “piracy of even a quantitatively small fragment”2%®
provides adequate support to widen the scope of copyright protection
of computer prograims.

D. The Broad Approach (continued)

The SAS court’s decision indicates the beginning of the considera-
tion of organizational similarities between computer programs in a
copyright infringement action. Williams v. Arndt** a case which
depicts a situation visualized by Judge Higginbotham in
Synercom,?*® held that the translation of a step-by-step set of de-
tailed prose instructions written in a human language into a com-
puter program was an infringement.?*

In Williams, the defendant translated the plaintiff’s detailed set of
instructions which described a method of analysis for commodity
trading into a computer program.2** The issue was whether the de-
fendant’s program, which performed a particular method of com-
modity trading analysis, infringed on Williams’ copyright.?*® The
court held that the defendant infringed on the plaintiff’s copyrighted
booklet which contained detailed instructions of this new method.?**
The court’s conclusion might indicate that the protected expression

205. Id.

206. Note that some of the copied lines contained the word “SAS" and served no purpose in
the original program.

207. SAS Inst., Inc., 605 F. Supp. at 827.

208. Id. at 829-30.

209. 626 F. Supp. 571, 579 (D. Mass. 1985).

210. Synercom Technology, Inc. v. University Computing Co., 462 F. Supp. 1003, 1013 n.5
(N.D. Tex. 1978).

211. Williams, 626 F. Supp. at 581.

212. Id. at 573.

213. Id. Williams, the plaintiff, had written a pamphlet which first described this new
method of commodities trading analysis.

214. Id. at 577-82; Gesmer, supra note 200, at 229.
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in a literary work may include the sequence of operations included in
the literary work.2® However, the court’s discussion of the defend-
ant’s misconduct and the evidence of literal copying?!® would seem to
weaken this conclusion. It would be an easy chore to distinguish this
case from Whelan based on these facts.?'? In addition, it is arguable
that the protected set of instructions merely indicated a general
description of the problem to be solved. Therefore, the accused pro-
gram was not an infringing work, because its development required
substantial imagination and independent thought.*!®

According to Williams, in a computer program infringement ac-
tion, a court can compare the sequence and structure of an accused
work with the sequence and structure of the original work. If the
structures are substantially similar, then the original work has been
infringed. This conclusion has extended the scope of copyright pro-
tection of a computer program. In a recent decision concerning an
audiovisual copyright infringement, a California district court con-
cluded that copyright protection of a computer program is not lim-
ited to the literal aspects of the program, but rather that the protec-
tion extends to the overall structure of a program, including its
audiovisual displays.?*®

In Broderbund Software, Inc. v. Unison World,**® the plaintiffs
filed suit alleging a copyright infringement of their “Print Shop”
program.2?* After specifically agreeing with Whelan and its determi-
nation that, for substantial similarity purposes, the court can com-
pare the protected “‘structure, sequence, and organization”-of a com-
puter program, the court held that the overall structure, sequence,
and arrangement of video screens, in the plaintiff’s program, consti-
tuted protected expression resulting in an infringement.?** The court
concluded that, because the idea upon which the original program
was created, the development of a banner producing program,**? was
separable from the purely aesthetic expression on the video screens,

215. Id.

216. Williams, 626 F. Supp. at 579.

217. See supra notes 61-84 and accompanying text.

218. Synercom Technology, Inc. v. University Computing Co., 462 F Supp. 1003, 1013 n.5
(N.D. Tex. 1978).

219. Broederbund Software, Inc. v. Unison World, Inc., 648 F. Supp. 1127, 1133 (N.D. Cal.
1986); see Note, supra note 107, at 105.

220. 648 F. Supp. 1127 (N.D, Cal. 1986).

221. The “Print Shop” program is used for creating customized greeling cards, signs, ban-
ners, and posters on a computer.

222. Braoderbund Software, 648 F. Supp. at 1133,
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and because other non-infringing programs with the same underlying
idea exist, the defendant had violated the copyright laws.

Without reiterating the differences between audiovisual works and
literary works,?*¢ it is important to focus on the court’s misinterpre-
tation of the Whelan court’s analysis. The Broderbund court said
that “Whelan . . . stands for the proposition that copyright protec-
tion is not limited to the literal aspects of a computer program, but
rather that it extends to the overall structure of a program, including
its audiovisual displays.”??® While it is true that Whelan extended
copyright protection of computer programs beyond the literal
code,2?® it did not extend the protection of the program to include
the structure of the audiovisual displays. Whelan indicated that simi-
larities of audiovisual displays can be used as indirect evidence of
computer copyright infringement.?*” The Broderbund court’s state-
ment seems to indicate that the court neglected the statutory differ-
ence between textual works, i.e., computer programs, and audiovi-
sual displays.2?® Aside from the court’s incorrect reliance on Whelan
as a basis for its decision, the physical aspects of audiovisual works
would seem to justify the extension of audiovisual copyright protec-
tion to include the overall structure, sequence, and arrangement of
the sights and sounds of video displays.

E. Advocate of the Strict Approach

The above analysis of the second generation of computer copyright
infringement cases began with the notion that copyright may either
protect too little if the protected expression is limited to the literal
code, or it may protect too much if the expression extends beyond
the literal program code. Appropriate copyright protection for a
computer program lies in the objectives of the Copyright Act’s un-
derlying public policy. Copyright protection is based on the Federal
government’s conviction that the encouragement of individual effort
by personal gain of authors and inventors is the most effective
method to advance the public welfare.

224, See supra notes 179-85 and accompanying text for background material concerning
the differences between audiovisual and literary works.

225. Broderbund Software, 648 F. Supp. at 1133. But see Digital Communications Assocs.
v. Softklone Distrib. Corp., 659 F. Supp. 449, 455-56 (N.D. Ga. 1987).

226. Whelan Assocs. v. Jaslow Dental Laboratory, Inc., 797 F.2d 1222, 1248 (3:d Cir.
1986), cert. denied, 107 S. Ct. 877 (1987).

227, Id. at 1244,

228. Broderbund Software, 648 F. Supp. at 1133.
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Considering the interests of the proprietors and creators in their
protected computer program expressions, it is important that pro-
grams be adequately protected. If the courts determine that the
copyright protection of computer programs is to be narrowly con-
strued, i.e., protecting only the literal code, the creators and proprie-
tors will find that the very element of their programs which distin-
guishes their products from their competitor’s products, i.e., the logic
and design, is unprotected.??® In addition, if the literal code is con-
sidered the only protected expression of a program, copyright protec-
tion will be of limited use, because the literal expression can easﬂy
be changed by competitors.z3°

If the courts continue to interpret the expression in computer pro-
grams as broadly as they have in Whelan, the developers of com-
puter programs will be adversely affected. If the copyright of a com-
puter program is held to protect the “method of achieving certain
results—embodied in the program structure or algorithms, copyright
may block software innovators by precluding the creation of pro-
grams that differ in detail, but implement and perhaps improve on
[the original] copyrighted program.23 )

In conclusion, because of the economic, commercial, and scientific
effects resulting from the extension of copyright protection to include
the structure and organization of a computer program, it would be
improper for the courts to pursue their present course of extending
the protectable expression to include the intangible or inconcrete as-
pects of a computer program. Should the courts decide to continue
broadening the scope of copyright protection for computer programs
and include the sequence of operations of a program as protectable
expression, they will run the risk of protecting the'idea encompassed
in the program and provide copyrightable subject matter with pat-
ent-like protection. This is a likely result because the structure of the
program is inseparable from the underlying idea and protecting the
idea or process is prohibited by copyright law but permitted by pat-
ent law. The only way to prevent these effects from occurring would
be to restrict the scope of the protectable expression of computer
programs to the literal code. While this approach may negatively

229. Note, supra note 58, at 267-85 (author advocates the protection of flow logic or al-
gorithm of a computer program).

230. See Nimmer & Krauthaus, supra note 105, at 12 (discussion of value added sofiware);
Stern, supra note 134, at 1238-39 (discusses similaritics in Wordstar, a word processing pro-
gram, with other word processing programs).
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affect others’ interests,?*2 it is the only approach which is judicially
sound.

The courts are not in a position to affect the scientific and com-
mercial interests of others, but rather this is an issue which should
be addressed by Congress. This is the more realistic conclusion be-
cause the courts’ present extension of copyright protection of com-
puter programs potentially conflicts with the patent system and its
definition and protection of functional information. “Overly broad
copyright protection would give the owner of the program] patent-
like protection over processes for a much longer duration than patent
law provides, and do so with no examination of the program’s nov-
elty or nonobviousness, as is required by patent law.”23% Therefore,
because of the conflict created by the courts in broadening the scope
of copyright protection for computer programs, Congress should di-
rect the courts and instruct them as to the correct scope of computer
program copyright protection.®®!

CONCLUSION
The Third Circuit’s extension of copyright protection of computer
programs in Whelan Associates v. Jaslow Dental Laboratory,
Inc.,?®® has potentially placed the copyright protection of computer
programs in conflict with the patent system’s protection of functional
processes. The court’s proposal to protect the intangible “look and
feel” of a program is a difficult standard for other courts to interpret
properly. At present, for lack of a better standard which would pro-
tect the interests of all parties, the courts should adhere to the well
grounded standard of comparing evidence of only literal copying as
proof of substantial similarity in a computer copyright infringement
action.
Jeffrey Allen Berkowitz

232, 4.

233. M.

234. Davidson, supra note 43, at 760-82 (discusses various proposals for legislative chunge
made before 1984),

235. 797 F.2d 1222 (3d Cir. 198 Zb c'e1rl denied, 107 U.S. 877 (1987).
iss
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